
Index

A

abandonment, 99
abstracts, 99
All Elements Rule, 99

patent infringement, 6, 7, 108
case study, 63–64
by equivalents, 56–57
literal, 56

allowance, 99
American Inventors Protection Act of 1999, 50
anticipation, 99
applicants, 100
applications. See patent applications
assignments, 100

B

best mode, 100
blocking patents, 81
Board of Patent Appeals and Interferences, 2

interference/interference searches, 28, 43, 104
disputes, 47–49

business method patents, time limitations, 4
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C

canons of construction, 56
Certificate of Correction, 77
CFR (Code of Federal Regulations), 2, 100
CIP (Continuation-in-Part) patent application, 42–43, 100
claim construction, 55–60

case studies, 58–66
claim phrases, 100–101

from about and to about, 10
composed of, 101
comprising, 6, 7–9, 101
consisting essentially of, 7–9, 101
consisting of, 7–9, 101
having, 104

claims, 100–101
advocacy, 75–76
appeals, 76
dependent, 102

vs. independent, 9–11
doctrine of equivalents, 102
elements, 5–7, 103
groupings, 9
independent, 104

vs. dependent, 9–11
invalid, 105
language, 7–9, 55
Notice of Allowance, 76

paying fees, 77
obviousness, 107
preambles, 109
re-examination, 49–50, 110
types, 11–13
written descriptions, 13

classes/subclasses, 101
Code of Federal Regulations. See CFR
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composed of claim phrase, 101
composition claim, 11–13
comprising claim phrase, 6, 7–9, 101
conception of inventions, 101, 105
consisting essentially of claim phrase, 7–9, 101
consisting of claims phrase, 7–9, 101
continuation patent applications, 42, 102
continuation-in-part patent applications. See CIP
copyrights, 94–95
cross-licenses, 102

D

dependent claims, 102
vs. independent claims, 9–11

design arounds, 79
design patents, time limitations, 4
dictionary meanings, claim terms, 6
disclosures, 102
divisional patent applications, 43
doctrine of equivalents, 57, 102

E

elements of claims, 5–7, 103
embodiments, 103
enforceable patent rights, 103
EPC (European Patent Convention), 51, 87–88
EPO (European Patent Office), 103

outcomes of challenges, 51
vs. US patent laws, 28

Estée Lauder vs. Revlon (case study), 58–61
European Patent Office. See EPO
ex parte process, 39
ex parte re-examination of patent claims, 49–50, 110
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F

file wrappers, 103
filing dates, 103

priority dates, 109
final Office Action, 103
finished goods customers, relationship with raw material suppliers, 36
freedom to operate, 103
freedom to operate opinion, 78, 80–81, 104
from about claim phrase, 10

G

Graham factors, 21–23

H

having transitional claim phrase, 104. See also comprising claim phrase

I

IDS (Information Disclosure Statement), 40, 73, 104
INCI (International Nomenclature of Cosmetic Ingredients), 104
independent claims, 104

vs. dependent claims, 9–11
Information Disclosure Statement. See IDS
intellectual properties, 3

copyrights, 94–95
service marks, 92–94
trade secrets, 95–96
trademarks, 92–94
WIPO, 85, 91, 111

inter partes re-examinations, 50
interference/interference searches, 28, 43

Board of Patent Appeals and Interference, 2, 104
International Nomenclature of Cosmetic Ingredients. See INCI
international patents

applications
EPC, 51, 87–88
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IPER, 105
PCT, 45, 85–87, 109
US filing advantages, 89–90

Paris Convention treaty, 84–85, 108
protecting, 83–84

International Preliminary Examination Authority. See IPEA
International Preliminary Examination Report. See IPER
International Preliminary Report on Patentability. See IPRP
International Search Authority. See ISA
International Search Report. See ISR
International Union of Pure and Applied Chemistry. See IUPAC
invalid claims, 105
inventions/inventorship

American Inventors Protection Act of 1999, 50
drafting patent applications, 72
first to invent, 28–30
first-to-file rule, 29–30
invention disclosure, 37
joint inventorship, 28
patentability searches, 108
patentable, 3
record of invention, 37
reduction to practice, 105, 110
Specification, 111
standards, 27–28

inventors, 105
IPEA (International Preliminary Examination Authority), 86
IPER (International Preliminary Examination Report), 46, 105
IPRP (International Preliminary Report on Patentability), 86, 87
ISA (International Search Authority), 105
ISR (International Search Report), 45, 86–87, 106
IUPAC (International Union of Pure and Applied Chemistry), 106

J

joint inventorship, 28

Index.fcx.indd   129 07/9/07   9:48:38 AM



130   |   Patent Peace of Mind 

K

KSR International, Co. v. Teleflex, Inc., et.al. Supreme Court Decision, 
22–24, 71

L

licenses, 81106
cross-licenses, 102

litigation. See patent litigation
L’Oréal vs. Revlon (case study), 61–63

M

maintenance fees, 106
Manual of Patent Examining Procedure. See MPEP
Markman hearings, 54–55
Markush claim grouping, 9
Medicis Pharmaceuticals (case study), 64–66
MPEP (Manual of Patent Examining Procedure), 2, 68, 106

N

non-final Office Action, 106–107
non-obviousness of inventions, 3, 15, 20–21

examples, 25–26
Graham factors, 21–23

non-provisional patent applications, 37, 38–39, 107
continuation applications, 42
continuation-in-part applications, 42–43
divisional applications, 43
filing, 73
interference/interference searches, 28, 43, 104
patent prosecution, 41–42
rejections, 41
timeline, 40

Non-Publication Request, 74
Notice of Allowance, 76, 77
Notice of Missing Parts, 73–74
novelty of inventions, 3, 15, 16–19
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O

obviousness of claims, 20–24, 107
examples, 25–26

Office Actions, 40
final, 103
non-final, 42

P

Paris Convention treaty, 84–85, 108
Patent Act, 1, 4, 12

first-to-file rule, 29–30
interference, 28
non-obviousness, 15, 20
novelty, 15, 16–19
patentability, 15–16
usefulness, 15

patent applications. See also divisional patent applications; interna-
tional patents, applications; non-provisional patent applications; pro-
visional patent applications

best mode, 100
Certificate of Correction, 77
clearance searches, 69–78–79
commercial value assessment, 69–70
concepts, developing, 69
concepts, reducing to practice, 70–71
continuation, 102
design arounds, 79
drafting, 72
file wrappers, 103
filing dates, 73, 103

steps before filing, 37
formalities, 73–74
forms, downloading current forms, 113
IDS, 104
interference/interference searches, 43, 104
MPEP, 2, 68, 106
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Notice of Missing Parts, 73–74
Paris Convention treaty, 84–85, 108
patentability searches, 67, 70, 71, 108
prefiling review, 72
preissue review, 76–77
prior art, 80, 109
publication, opting out of, 36
publishing, 74
strategizing, 71
USPTO examination, 74–75

patent attorneys, 3
advocacy, 75–76
appeals, 76
drafting patent applications, 72
freedom to operate opinion, 78, 80–81, 104
patent prosecution, 41–42

Patent Cooperation Treaty. See PCT
Patent Examiners, 2

MPEP, 68
non-final Office Action, 106–107
non-obviousness criteria, 24
patent prosecution, 41–42
re-examination, 49–50

patent infringement, 108
All Elements Rule, 6, 7, 99
enforceable patent rights, 103
freedom to operate opinion, 78, 80–81, 104

patent litigation, 47
claim construction, 55–60

case studies, 58–66
infringement, 6, 7, 108

by equivalents, 56–57
literal, 56

process, 53–55
patent prosecution, 41–42
patentability requirements
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allowance, 99
non-obviousness, 3, 15, 20–24

examples, 25–26
novelty, 3, 15, 16–19
person of ordinary skill in the art, 109
statutory criteria, 3
usefulness, 3, 15

patentability searches, 67, 70, 71, 108
patent-pending searches, 67, 108

provisional patent applications, 110
patents, 107. See also design patents; unexpired patents; utility patents

applicants, 100
assignments, 100
Congress’s role, 1
Constitutional provision, 1
intellectual properties, 3
monopolies, 2
rights

licenses, 81, 106
maintenance fees, 106
time limit allowed, 3–4

subclasses/classes, 101
Title 35 of US Code, 1
word origin, 2

patents disputes. See also patent litigation
challenging patents abroad, 51–52
interference, 47–49
re-examinations, 47, 49–50
reissue applications, 47, 50–51

PCT (Patent Cooperation Treaty), 45, 85–87, 109
IPERs, 46
ISRs, 45, 86–87, 106
member states, 121–123

Perricone, Dr. (case study), 64–66
person of ordinary skill in the art, 109
plain meanings, claim terms, 6
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Power of Five Legged Chair, 31–32
examples, 32–36

preambles, 109
prior art, 70, 80, 109
priority dates, 71, 109
provisional patent applications, 37, 43–45, 110

filing, 73
priority dates, 109

publication of patent applications
Non-Publication Request, 74
opting out, 36

R

raw materials
claims, 11–13
relationship between suppliers finished goods customers, 36

RCE (Request for Continued Examination), 110
reduction to practice, inventions, 105, 110
re-examination of patent claims, 47, 49–50, 110
reissue patent applications, 47, 50–51
Request for Continued Examination. See RCE
Revlon (case studies)

vs. Estée Lauder, 58–61
vs. L’Oréal, 61–63

S

selected from the group consisting of claim grouping, 9
service marks, 92–94
Specification, 111

claims, 100
elements, 5–7
groupings, 9
independent vs. dependent, 9–11
language, 7–9, 55
types, 11–13
written descriptions, 13
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embodiments, 103
invention background, 38, 39–40
reference to nucleotide and/or amino acid sequence listing, table or 

computer program, 38, 39
statement of federally sponsored R&D, 38, 39

statutory patent requirements, 3
subclasses/classes, 101
suppliers of raw materials, relationship with finished goods customers, 
36

T

to about claim phrase, 10
trade secrets, 95–96
trademarks, 92–94

U

unexpired patents
interference, 104
patentability searches, 67

Uniform Trade Secrets Act, 95
United States Patent and Trademark Office. See USPTO
US Copyright Office, 94–95
usefulness of inventions, 3, 15
USPTO (United States Patent and Trademark Office), 2, 92, 111

forms, downloading, 113
Notice of Missing Parts, 73–74
patent applications

examination, 73–74
filing dates, 103
Information Disclosure Statement, 114, 119–120
oath/declaration forms, 113, 115–116
paying fees, 114, 118
timeline, 40
transmitting, 113, 117

patent disputes
interference, 47–49
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re-examination, 47, 49–50, 110
reissue applications, 47, 50–51

Specification parts and order, 38
trademark applications, 93–94

utility patents, 3–4

W

WIPO (World Intellectual Property Organization), 85, 91, 111
World Intellectual Property Organization. See WIPO
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